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NONFINAL OFFICE ACTION

 

Response deadline.  File a response to this nonfinal Office action within three months of the “Issue 
date” below to avoid abandonment of the application. Review the Office action and respond using one 
of the links to the appropriate electronic forms in the “How to respond” section below.

Request an extension.  For a fee, applicant may request one three-month extension of the response 
deadline prior to filing a response. The request must be filed within three months of the “Issue date” 
below. If the extension request is granted, the USPTO must receive applicant’s response to this letter 
within six months of the “Issue date” to avoid abandonment of the application.
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Issue date:  January 17, 2024

On March 29, 2017, action on this application was suspended pending the disposition of U.S. 
Application Serial Nos. 86721629, 86721635, and 87015899.  The referenced prior-pending 
applications no longer present a bar to registration.   
 
Upon further review, the trademark examining attorney now issues the following new refusal. 
 
SUMMARY OF ISSUES that applicant must address:
 

Section 2(e)(1) Refusal - Mark is Merely Descriptive (Generic Advisory): •
Translation of Wording in the Mark - Clarification Required:•
Mark Contains Potentially Deceptive Matter - Identification Amendment Required to Avoid 
Refusal: 

•

Additional Information about the Goods Required: •
 
Section 2(e)(1) Refusal - Mark is Merely Descriptive (Generic Advisory):
 
Registration is refused because the applied-for mark merely describes a ingredient in applicant’s 
goods.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et 
seq.
 
A term that describes an ingredient of the goods is merely descriptive. TMEP §1209.01(b); see In re 
TriVita, Inc., 783 F.3d 872, 114 USPQ2d 1574 (Fed. Cir. 2015) (holding NOPALEA merely 
descriptive of dietary and nutritional supplements containing nopal juice); In re Keebler Co., 479 F.2d 
1405, 178 USPQ 155 (C.C.P.A. 1973) (holding RICH ‘N CHIPS merely descriptive of chocolate chip 
cookies); In re Andes Candies Inc., 478 F.2d 1264, 178 USPQ 156 (C.C.P.A. 1973) (holding CREME 
DE MENTHE merely descriptive of candy); In re Entenmann’s, Inc., 15 USPQ2d 1750 (TTAB 1990) 
(holding OATNUT merely descriptive of bread containing oats and hazelnuts); Flowers Indus., Inc. v. 
Interstate Brands Corp., 5 USPQ 2d 1580 (TTAB 1987) (holding HONEY WHEAT merely descriptive 
of bread containing honey and wheat).
 
The applicant has applied to register the mark SOBA for "beer" in International Class 32. 
 
The examining attorney has attached Japanese translation evidence from Google Translate, 
www.wordhippo.com and www.tangorin.com showing SOBA is the English pronunciation of the 
Japanese word for the word "buckwheat." 
 
As applied to the goods, the examining attorney has attached webpages from Rogue Morimoto Soba 
Ale 12/22 N Rogue Brewery 22OZ - Towamencin Beverage, Lansdale, PA, Lansdale, PA ("Soba (also 
known as buckwheat) is not a type of wheat but a member of the rhubard family (a fruit, not a grain!) 
Soba has been a longtime staple of Japanese cuisine because of its nutritional value.") and Soba So 
Good - Alive Brewing - Untappd showing that SOBA is used in the making of highly related "beer" 
goods. 
 
Websites are generally a competent source for determining how the public perceives the mark in 
connection with applicant’s goods. See In re N.C. Lottery, 866 F.3d 1363, 1367-68, 123 USPQ2d 1707, 
1709-10 (Fed. Cir. 2017); In re Nett Designs, Inc., 236 F.3d 1339, 1341, 57 USPQ2d 1564, 1566 (Fed. 
Cir. 2001) (citing In re Bed & Breakfast Registry, 791 F.2d 157, 160, 229 USPQ 818, 819 (Fed. Cir. 
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1986)); TMEP §1209.01(b).
 
In this case, the evidence shows the mark is merely descriptive in relation to the applied for goods.  As 
a result, registration is refused under Trademark Act Section 2(e)(1)because the applied-for mark 
merely describes an ingredient in applicant's goods.   
 
In addition to being merely descriptive, the applied-for mark appears to be generic in connection with 
the identified goods and/or services.  “A generic mark, being the ‘ultimate in descriptiveness,’ cannot 
acquire distinctiveness” and thus is not entitled to registration on either the Principal or Supplemental 
Register under any circumstances.  In re La. Fish Fry Prods., Ltd., 797 F.3d 1332, 1336, 116 USPQ2d 
1262, 1264 (Fed. Cir. 2015) (quoting H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 
987, 989, 228 USPQ 528, 530 (Fed. Cir. 1986)); see TMEP §§1209.01(c) et seq., 1209.02(a).  
Therefore, the trademark examining attorney cannot recommend that applicant amend the application 
to proceed under Trademark Act Section 2(f) or on the Supplemental Register as possible response 
options to this refusal.  See TMEP §1209.01(c). 
 
Translation of Wording in the Mark - Clarification Required: 
 
 
To permit proper examination of the application, applicant must submit an English translation of the 
foreign wording in the mark. 37 C.F.R. §§2.32(a)(9), 2.61(b); see TMEP §809. The following is 
suggested: The English translation of “SOBA” in the mark is “BUCKWHEAT”. TMEP §809.03. 
See attached translation evidence. To respond to this requirement for information, open the appropriate 
Trademark Electronic Application System (TEAS) response form and enter the serial number, answer 
“yes” to question 3, and provide the information on the “Additional Statement(s)” page in the 
“Translation” text box(es) in the form.
 
Applicant has a duty to respond directly and completely to this requirement for information. See In re 
Ocean Tech., Inc., 2019 USPQ2d 450686, at *2 (TTAB 2019) (citing In re AOP LLC, 107 USPQ2d 
1644, 1651 (TTAB 2013)); TMEP §814. Failure to comply with a requirement for information is an 
independent ground for refusing registration. In re SICPA Holding SA, 2021 USPQ2d 613, at *6 
(TTAB 2021) (citing In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI 
P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814).
 
Mark Contains Potentially Deceptive Matter - Identification Amendment Required to Avoid 
Refusal: 
 
Applicant’s mark consists of the wording “SOBA”, which indicates that applicant’s goods have and/or 
exhibit, (or will have and/or will exhibit) the following feature or characteristic: the ingredient SOBA 
("buckwheat.).
 
This feature or characteristic is considered desirable for applicant’s goods and/or services because 
"Soba has been a longtime staple of Japanese cuisine because of its nutritional value. Buckwheat is 
high in potassium, phosphorous, vitamin B (50 percent more than wheat) and protein, and its virtually 
fat-free."  Please see attachment from Rogue Morimoto Soba Ale 12/22 N Rogue Brewery 22OZ - 
Towamencin Beverage, Lansdale, PA, Lansdale, PA. However, if some or all of the goods do not (or 
will not) in fact have or exhibit this feature or characteristic, then registration may be refused because 
the mark consists of or includes deceptive matter in relation to the identified goods and/or services. See 
15 U.S.C. §1052(a); In re Budge Mfg. Co., 857 F.2d 773, 8 USPQ2d 1259 (Fed. Cir. 1988); TMEP 

https://shop.towamencinbeverage.com/shop/product/rogue-morimoto-soba-ale-12-22-n-rogue-brewery/56ca8f5c7562752ed59b1000?option-id=dfa6f0968c984156093741993e2683e92abb7fa9f7e76701d637a801674a18b9
https://shop.towamencinbeverage.com/shop/product/rogue-morimoto-soba-ale-12-22-n-rogue-brewery/56ca8f5c7562752ed59b1000?option-id=dfa6f0968c984156093741993e2683e92abb7fa9f7e76701d637a801674a18b9


§1203.02-.02(b).
 
To avoid such refusal, applicant may amend the identification to specify that the goods  possess this 
relevant feature or characteristic. See TMEP §§1203.02(e)(ii), (f)(i), 1402.05 et seq. However, merely 
amending the identification to exclude goods with the named feature or characteristic will not avoid a 
deceptiveness refusal. TMEP §1203.02(f)(i).
 
Therefore, applicant may amend the identification to the following, if accurate:
 

International Class 32: Beer brewed with roasted buckwheat •
 
Applicant may amend the identification to clarify or limit the goods and/or services, but not to broaden 
or expand the goods and/or services beyond those in the original application or as acceptably amended. 
See 37 C.F.R. §2.71(a); TMEP §1402.06. Generally, any deleted goods and/or services may not later be 
reinserted. See TMEP §1402.07(e).  
 
For assistance with identifying and classifying goods and services in trademark applications, please see 
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual. See 
TMEP §1402.04.
 
Additional Information about the Goods Required: 
 
The nature of the goods with which applicant intends to use or is using the mark is not clear from the 
present record and additional information is required. To permit proper examination of the application, 
applicant must provide the following:
 

(1)        A written statement explaining whether the goods do or will contain 
sobs/buckwheat.

 
(2)        A sample of advertisements or promotional materials featuring the goods 

and/or a photograph of the identified goods, or if such materials are not available, applicant 
must submit samples of advertisements or promotional materials and a photograph of 
similar goods.

 
See 37 C.F.R. §2.61(b); TMEP §§814, 1402.01(e).
 
If applicant submits webpage evidence to satisfy this requirement, applicant must provide (1) an image 
of the webpage, (2) the date it was accessed or printed, and (3) the complete URL address. In re ADCO 
Indus.-Techs., L.P., 2020 USPQ2d 53786, at *2 (TTAB 2020) (citing In re I-Coat Co., 126 USPQ2d 
1730, 1733 (TTAB 2018)); TMEP §710.01(b). Providing only a website address or hyperlink to the 
webpage is not sufficient to make the materials of record. In re ADCO Indus.-Techs., L.P., 2020 
USPQ2d 53786, at *2 (citing In re Olin Corp., 124 USPQ2d 1327, 1331 n.15 (TTAB 2017); In re HSB 
Solomon Assocs., LLC, 102 USPQ2d 1269, 1274 (TTAB 2012); TBMP §1208.03); TMEP §814.
 
Applicant has a duty to respond directly and completely to this requirement for information. See In re 
Ocean Tech., Inc., 2019 USPQ2d 450686, at *2 (TTAB 2019) (citing In re AOP LLC, 107 USPQ2d 
1644, 1651 (TTAB 2013)); TMEP §814. Failure to comply with a requirement for information is an 
independent ground for refusing registration. In re SICPA Holding SA, 2021 USPQ2d 613, at *6 
(TTAB 2021) (citing In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re DTI 
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P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814).
 
Applicant is advised that, if applicant’s response to the requirement for information indicates that the 
goods identified in the application do not or will not contain soba/buckwheat, registration may be 
refused on the ground that the applied-for mark is deceptive. Trademark Act Section 2(a), 15 U.S.C. 
§1052(a); see In re Budge Mfg. Co., 857 F.2d 773, 775-77, 8 USPQ2d 1259, 1260-62 (Fed. Cir. 1988); 
In re ALP of S. Beach Inc., 79 USPQ2d 1009, 1010 (TTAB 2006); TMEP §1203.02-02(e).
 
Responding to Office Action:
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or 
requirement raised in this Office action. If the action includes a refusal, applicant may provide 
arguments and/or evidence as to why the refusal should be withdrawn and the mark should register. 
Applicant may also have other options for responding to a refusal and should consider such options 
carefully. To respond to requirements and certain refusal response options, applicant should set forth in 
writing the required changes or statements.
 
If applicant does not respond to this Office action within three months of the issue/mailing date, or 
responds by expressly abandoning the application, the application process will end, the trademark will 
fail to register, and the application fee will not be refunded. See 15 U.S.C. §1062(b); 37 C.F.R. 
§§2.65(a), 2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.
 
If applicant has a question or amendment that does not require the payment of a fee, submission of a 
specimen, response to a statutory refusal or declaration signature, applicant is encouraged to email or 
telephone the examining attorney to expedite the processing of the application. 
 
How to respond.  File a response form to this nonfinal Office action or file a request form for an 
extension of time to file a response.  

 

/Dominic Fathy/
Dominic Fathy
Examining Attorney 
LO104--LAW OFFICE 104
(571) 272-8801
Dominic.Fathy@USPTO.GOV

 

RESPONSE GUIDANCE

Missing the deadline for responding to this letter will cause the application to abandon.  A 
response or extension request must be received by the USPTO before 11:59 p.m. Eastern Time 
of the last day of the response deadline.  Trademark Electronic Application System (TEAS) 
system availability could affect an applicant’s ability to timely respond.  For help resolving 
technical issues with TEAS, email TEAS@uspto.gov.

•

Responses signed by an unauthorized party are not accepted and can cause the application to •
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abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•

https://www.uspto.gov/trademarks/apply/reviving-abandoned-application
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on January 17, 2024 for  

U.S. Trademark Application Serial No. 87278078

A USPTO examining attorney has reviewed your trademark application and issued an Office 
action.  You must respond to this Office action to avoid your application abandoning.  Follow 
the steps below.  

(1)  Read the Office action.  This email is NOT the Office action.  

(2)  Respond to the Office action by the deadline using the Trademark Electronic Application 
System (TEAS).  Your response, or extension request, must be received by the USPTO on or 
before 11:59 p.m. Eastern Time of the last day of the response deadline.  Otherwise, your 
application will be abandoned.  See the Office action itself regarding how to respond.  

(3)  Direct general questions about using USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and whether there are outstanding deadlines 
to the Trademark Assistance Center (TAC).  

After reading the Office action, address any question(s) regarding the specific content to the 
USPTO examining attorney identified in the Office action.  

GENERAL GUIDANCE
Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.  

•

Update your correspondence email address to ensure you receive important USPTO 
notices about your application.  

•

Beware of trademark-related scams.  Protect yourself from people and companies that 
may try to take financial advantage of you.  Private companies may call you and pretend 
to be the USPTO or may send you communications that resemble official USPTO 
documents to trick you.  We will never request your credit card number or social security 
number over the phone.  Verify the correspondence originated from us by using your 
serial number in our database, TSDR, to confirm that it appears under the “Documents” 
tab, or contact the Trademark Assistance Center.  

•

Hiring a U.S.-licensed attorney.  If you do not have an attorney and are not required to •
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have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney 
specializing in trademark law to help guide you through the registration process.  The 
USPTO examining attorney is not your attorney and cannot give you legal advice, but 
rather works for and represents the USPTO in trademark matters.  

 


